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DECI S| ON ON APPEAL

This is a decision on an appeal under 35 U. S.C. § 134
fromthe examner’s final rejection of clains 1 through 6 and
8 through 22, all of the clains pending in the above-
identified application.

According to appellant (Brief, pages 2 and 3), the

cl ai ms on appeal are grouped as foll ows:

Goup | - Cains 1 through 6, 8, 10, 15 through 17 and 20;
Goup Il - daim?9
Goup Il - Aainms 11 through 14;

Goup IV - Caim18;
Goup V- Cains 19 and 21; and
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Goup VI - Caim22.

Therefore, we select clainms 15, 9, 11, 18, 19 and 22 fromthe
above- nenti oned groups and deci de the appeal as to the grounds
of rejection set forth bel ow on the basis of these clains
alone. See 37 CFR §8 1.192 (c¢)(7) (1995). dains 1, 9, 11

15, 18, 19 and 22 are reproduced bel ow

1. A process for the renoval of contam nating anmounts of

i odi ne val ues from an aqueous solution of alkali netal

chl oride conprised thereof, which conprises converting said

i odi ne val ues into nol ecul ar iodine and then adsorbi ng such
nmol ecul ar i odine onto active carbon, the external surface area
of said active carbon having been oxidized.

9. The process as defined by daim1l, the agueous solution
of alkali netal chloride thus purified conprising fromO0.2 to
0.5 ng/ 1 of iodine val ues.

11. The process as defined by Caim 10, conprising
regenerating said active carbon by contacting sanme with a
sol vent for iodine.

15. A process for the renoval of contam nating amounts of
nmol ecul ar i odi ne values from an aqueous sol ution of al kal
metal chloride conprised thereof, which conprises adsorbing
such nol ecul ar iodine values onto active carbon, the external
surface area of said active carbon having been oxi di zed.

18. The process as defined by Caim1, the aqueous sol ution
of alkali netal chloride thus purified conprising |less than
0.05 ng/1 of iodine val ues.

19. A process for the renoval of contam nating anmounts of
i odi ne val ues from an aqueous sol ution of alkali netal,
conprising the steps of:



Appeal No. 1998-1995
Appl i cati on No. 08/554, 754

(a) providing an aqueous solution of alkali netal
cont ai ni ng i odi ne val ues;

(b) maintaining the agqueous solution at a pH | ower than
3;

(c) oxidizing the iodine values with an oxidizi ng agent
selected fromthe group consisting of active chlorine,
hydr ogen peroxi de, an iodate and a peri odate;

(d) measuring the redox potential of the aqueous sol ution
and adjusting the rate of addition of the oxidizing agent to
mai ntai n the redox potential between 460 and 560 nV/ SCE,
measured at 50°C, thereby form ng nol ecul ar iodine; and

(e) renoving nol ecul ar iodine fromthe aqueous sol ution
of step (d) by passing the aqueous sol ution over a bed of
active carbon having an oxidized surface, the flow rate of
sai d aqueous sol ution over said bed being at |east 3 bed
vol unes per hour.

22. The process according to claim1, wherein said absorbing
of nol ecul ar iodine onto active carbon is at 50°C or |ess.
PRI OR ART

I n support of her rejections, the exam ner relies on the

follow ng prior art references:

El i nger 1, 604, 153 Cct. 26,
1926

Grvin 1,774, 882 Sep. 2,
1930

Chanber| ai n 1,922,693 Aug. 15,
1933

Urbain et al. (Urbain) 2,246, 645 Jun. 24,
1941

Filippone et al. (Filippone) 5, 069, 884 Dec.
3, 1991
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The Board of Patent Appeals and Interferences newy
relies on the followi ng prior art reference:
Ki rk- & hnmer, Encycl opedi a of Chem cal Technol ogy, Vol une 4,

John Wley & Sons, New York (1978), pp. 561-563, copy attached
to this decision (hereinafter referred to as “Kirk-Q hner”)

REJECTI ON

The appeal ed clains stand rejected as foll ows®:
1) Claim22 under 35 U.S.C. § 112, first paragraph, as
| acking witten descriptive support in the application as
originally filed for the subject matter presently cl ai ned;
2) Clainms 1 through 6, 8 through 10, 15 through 18, 20 and
22 under 35 U.S.C. 8§ 103 as unpatentable over Chanberl ain and
Ur bai n;
3) Clainms 11 through 14 under 35 U.S.C. § 103 as
unpat ent abl e over Chanberlain in view of Ellinger and G rvin;

and

! The exam ner has withdrawn the rejection of claim22
under 35 U.S.C. 8 112, second paragraph, as being indefinite.
See Answer, page 3.
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4) Clainms 19 and 21 under 35 U.S.C. 8 103 as unpatentable
over Chanberlain in view of Urbain and Filippone.
OPI NI ON

We have carefully reviewed the clains, specification and
applied prior art, including all of the argunents advanced by
both the exam ner and appellant in support of their respective
positions. This review |leads us to conclude that the
examner’s 88 112 and 103 rejections are well founded.
Accordingly, we will sustain the examner’s 88 112 and 103
rejections. However, since our reasons for affirmng the
examner’s 8 103 rejections are materially different from
those offered by the exam ner, we denom nate our affirnmance as
i ncl udi ng new grounds of rejection. Qur reasons for these
determ nations foll ow

35 US.C. § 112, first paragraph

Clainms 22 stands rejected under 35 U.S.C. § 112, first
paragraph, as lacking witten descriptive support in the
application as originally filed for the subject matter
presently clained. See Answer, page 4. The exam ner finds

that the original disclosure of the application does not
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describe the “tenperatures |ess than 50°C." recited in claim

22. 1d.
As the court stated in In re Kaslow, 707 F.2d 1366, 1375,

217 USPQ 1089, 1096 (Fed. Cir. 1983):
The test for determning conpliance with the witten
description requirenent is whether the discl osure of
the application as originally filed reasonably
conveys to the artisan that the inventor had
possession at that tinme of the later clainmed subject
matter, rather than the presence or absence of
literal support in the specification for the claim
| anguage.
Al t hough the clainmed invention does not necessarily have to be
expressed in ipsis verbis in order to satisfy the witten
description requirenent (see In re Wertheim 541 F. 2d 257,

265, 191 USPQ 90, 98 (CCPA 1976)), it is nonethel ess necessary
that the witten description of the application nust clearly
al | ow persons of ordinary skill in the art to recogni ze that
the applicant invented what is clained (In re CGosteli, 872
F.2d 1008, 1012, 10 USPR2d 1614, 1618 (Fed. Cir. 1989)). The
fact that one skilled in the art mght realize fromreading a
di scl osure that sonething is possible is not a sufficient
indication to that person that the something is a part of the

applicant's disclosure. See In re Barker, 559 F.2d 588, 593,
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194 USPQ 470, 474 (CCPA 1977), cert. denied, 434 U S. 1064,

197 USPQ 271 (1978). “One shows that one is ‘in possession
of the invention by describing the invention with all its
[imtations, not that which nmakes it obvious...” Lockwood v.

Anmerican Airlines Inc., 107 F.3d 1565, 1572, 41 USPQ2d 1961,
1966 (Fed. Cir. 1997). Precisely how cl ose the original
description nust be to the later clainmed subject natter to
conply with the witten description requirenent is determ ned
on a case-by-case basis.

In the present case, we agree with the exam ner that the
original disclosure of the application does not reasonably
convey to one of ordinary skill in the art the l[imtation
“sai d absorbing of nolecular iodine onto active carbon is at
50°C or less” newy recited in claim22. W find that the
original disclosure exenplifies an iodine contam nant renoving
process wherein nolecular iodine is absorbed onto active
carbon only at a tenperature of 50°C. See specification,
pages 7 and 8, exanples 1 and 2. There are no other

tenperatures utilized or inplicitly or explicitly described as
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t he absorption tenperatures of the clained process in the
original disclosure.

To remedy this deficiency in the witten description of
the original disclosure, appellant alleges (Brief, page 4)
t hat :

[Qne of skill in this art recogni zes that a process

for renoving iodine fromaqueous solution is

performed at tenperature above freezing. Hence, at

the time the subject application was filed, one of

skill in the art would appreciate that the

di scl osure describes a process which can be

performed at 50°C or |ess.
This allegation is not convincing for two reasons. First, we
find that appellant does not refer to any evidence to support
his assertion that “one of ordinary skill in the art
recogni zes that a process for renoving iodine from aqueous
solution is performed at [any] tenperature above freezing.”
Second, there is no basis to conclude that one of ordinary
skill in the art would have read into the original disclosure
t he i odi ne absorption tenperatures enpl oyed in conventi onal
i odi ne renpval processes as the iodine absorption tenperatures
of the claimed process which, according to appellant, is
patentably different fromthose conventional processes. It is

possi bl e that the use of conventional absorption tenperatures

8
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in the clainmed process may have been obvi ous to one of
ordinary skill in the art. However, as indicated supra,
obvi ousness is not a substitute for the inplicit or explicit
description in the original disclosure. Appel | ant
al so argues that the original claimlimtation “process for
t he renoval of contam nating anounts of iodine values from an
aqueous solution of alkali netal chloride...” supports the
newy recited iodine absorption tenperature of 50°C or |ess.
We do not agree. When that original claimlimtation is read
in light of the original disclosure, as it nust be, it
reasonably conveys to one of ordinary skill in the art that
the cl ai ned renoval of iodine contam nants from an agueous
solution of alkali metal chloride is carried out at 50°C

In view of the foregoing, we affirmthe examner’s
decision rejecting claim?22 under 35 U S.C. 8§ 112, first
par agr aph.

35 US. C 8§ 103

In rejecting clains 1 through 6, 8 through 10, 15 through
18, 20 and 22 under 35 U. S.C. 8§ 103, the exam ner relies on
Chanberl ain and Urbain. Filippone is relied on additionally
toreject clains 19 and 21 under 35 U. S.C. § 103. The

9
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exam ner relies on Chanberlain, ElIlinger and Grvin to reject
clainms 11 through 14 under 35 U. S.C. § 103.

The cl ai ned subject matter is directed to a process for
removi ng a contam nating anmount of nol ecul ar iodi ne val ues
from an aqueous solution of alkali nmetal chloride containing
the sane. See claim 15. The process involves “adsorbing such
nol ecul ar i odi ne values onto active carbon, the external
surface area of said active carbon having been oxidized.” Id.
Prior to the absorption, the iodine values of the aqueous
solution of alkali nmetal chloride are converted into nol ecul ar
i odi ne val ues by oxidizing themw th an oxidizing agent, such
as chlorine, at a PHlower than 3. See clains 1 and 19. The
rate of addition of the oxidizing agent is adjusted based on
t he neasured redox potential of the aqueous solution to obtain
conversion of the iodine values to the nol ecul ar iodi ne
values. See claim19. The resulting purified aqueous
solution of alkali netal chloride has “from0.2 to 0. 5 ny/l
of iodine values, preferably less than 0.5 ng/l of i odine
values.” See clains 9 and 18. The nol ecul ar iodi ne val ues

are recovered (desorbed) fromthe active carbon wth a sol vent

10
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so that the active carbon can be regenerated. See clains 10
and 11.

We find that Chanberlain describes a process for the
extraction and recovery of iodine froman aqueous sol ution of
al kali metal chloride (brine) containing the sane. See col umm
1, lines 1-4. The process involves acidifying the solution to
place its pH at approximtely three, converting the iodine
content in the solution into nolecular iodine (free state),
removi ng nol ecul ar iodine fromthe solution via absorption
with a suitabl e absorbent material and recovering iodine from
t he absorbent material. See colum 1, lines 5-9, colum 3,
lines 12-22. The adsorbent material enployed is active
charcoal, including “such equivalent forns of activated
carbon, whether prepared fromwood or shell chars, from coal
or in any other way.” See colum 3, lines 22-29 and colum 4,
lines 126-133.

Wth respect to clains 1 through 6, 8, 10, 15 through 17
and 20, appellant only argues that Chanberlain does not enpl oy
an active carbon having the oxidi zed external surface. As
i ndi cated supra, Chanberlain does not nention its active
carbon or active charcoal as having the oxidized external

11
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surface. According to Kirk-OQ hmer (page 562), however, it is
wel | known that the external surface area of active carbon is
i nherently oxidized. W find that Kirk-Ohnmer specifically
states (page 562) that:

Processes involving selective oxidation of the raw
material with air or gases are al so used to make
bot h decol ori zi ng- and gas-adsorbing carbons. In
both instances, the raw material is activated in
granular form The raw material is carbonized first
at

400-500°C to elimnate the bulk of the volatile
matter and then oxidized with gas at 800-1000°C to
devel op the porosity and surface area.

To the extent that the external surface of the active
carbon described in Chanberlain may not necessarily be
oxi di zed, we find that Kirk-Q hmer provides anple notivation
to oxidize the external surface of an active carbon with a
chem cal or an oxidizing gas to nodify its adsorptive
characteristics. See pages 561 and 562. Kirk-Q hner
specifically teaches (page 561) that:

The nost inportant chem cal properties of activated

carbon are the ash content, ash conposition, and pH

of the carbon. Discrepancies between the expected
performance of an activated carbon, based upon
surface area and pore-size distribution data, an
actual adsorptive capacity can often be expl ai ned by

oxygen-cont ai ni ng groups on the surfaces of the
carbon. The pH or pK, of the carbon, as a neasure of

12
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surface acidity or basicity of the oxygen-containing

groups, assists in predicting hydrophilicity and

ani onic or cationic adsorptive preferences of the

car bon. ..
Thus, it woul d have been obvious to enploy an active carbon
havi ng the oxi di zed external surface in the process of
Chanberl ain to optim ze the absorption of nolecul ar iodine.

Simlarly, we determ ne that Urbain al one describes or
woul d have rendered the subject matter defined by clains 1
t hrough 6, 8, 10, 15-17 and 20 obvi ous under 35 U S.C. § 103.
We find U bain describes enploying an active carbon saturated
with chlorine to adsorb el emental iodine froma solution
containing the sane (an aqueous sol ution containing an al kal
nmetal chloride, such as sea water). According to page 5 of
the specification, the surface of the active carbon is
oxi dized by chlorination. Wile we appreciate the fact that
t he exam ner describes the rejection in terns of obviousness
rat her than |l ack of novelty, we note that |ack of novelty is
the epitonme of obviousness. See In re Fracalossi, 681 F.2d
792, 794, 215 USPQ 569, 571 (CCPA 1982).

Wth respect to clainms 9 and 18, appellant argues that

nei t her Chanberl ain nor Urbain describes or would have

13
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suggested the recovery of a purified aqueous sol ution of

al kali metal chloride conmprising from0.2 to 0.5 ng/l, or |ess
than 0.05 ng/l of iodine values. W do not agree. First,
Chanberlain clearly teaches that its active carbon causes
conpl ete adsorption or substantially conpl ete adsorption of
the iodine in aqueous sol utions containing an al kali netal
chloride. See colum 3, lines 22-44. In other words, the
resulting iodine renoved aqueous sol ution containing an al kal
metal chloride is either free of or substantially free of

i odine values. Thus, it can be inferred fromthis teaching
that Chanberlain desires to obtain those aqueous sol utions
havi ng the cl ai med anount of iodine values. Second, the
anount of iodine remaining in the aqueous solution is a
function of the anpbunt of iodine values recovered via active
carbon fromthe aqueous solutions. Since the purpose of both
Chanberl ain and Ubain is to recover nost, if not all, iodine
val ues in those aqueous solutions, we determ ne that carrying
out the adsorption until all or nost of the iodine values in
t he aqueous sol utions are adsorbed onto active carbon, thus

recovering the aqueous solutions having a little or no anount

14



Appeal No. 1998-1995
Appl i cati on No. 08/554, 754

of i1odine values as clainmed, would have been obvious to one of
ordinary skill in the art.

Wth respect to claim 22, appellant argues that
Chanber| ain teaches away from absorbing i odine onto active
carbon at 50°C. or less. See Brief, page 12. In support of
his position, appellant, refers to exanple 1 of Chanberlain
whi ch, according to appellant enploys at |east 100°C. Id.
However, Chanberl ain does not describe using “at |east 100°C.”
as the iodine absorbing tenperature for its process. It uses
such high tenperature only to desorb iodine absorbed in the
active carbon. Since appellant has admitted that it is known
to those skilled in the art that the clainmed tenperature is
useful for absorbing iodine in an aqueous solution containing
an al kali netal chloride onto active carbon (Brief, page 4),
we determne that it would have been obvious to use the
claimed tenperature as the iodine absorbing tenperature of the
process described in Chanberlain and U bain.

Appel | ant argues (Brief, page 13) that

clainms 11-14 are separately patentable since the

clainms recitations regardi ng regeneration of active

carbon are not disclosed or suggested by Chanberl ain
or Urbain...

15
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Appel I ant, however, does not dispute the exam ner’s finding
that Ellinger and/or Grvin provide anpl e suggestion to enpl oy
the clained regeneration step in the process of Chanberl ain.
Id. Accordingly, we conclude that the use of the regeneration
techni que described in Grvin or Ellinger as the regeneration
step of Chanberlain’s process woul d have been obvi ous to one
of ordinary skill in the art.

Appel I ant argues (Brief, page 14) that

clainms 19 and 21 are separately patentable since

nei ther Chanberlain or [sic, nor] Ubain et al

contain [sic, contains] any information regarding,

for exanple, the oxidation of iodine is perfornmed at

a redox potential from460 to 560 nV/ SCE, neasured

at 50°C
Appel I ant, however, does not dispute the exam ner’s finding
that Filippone woul d have suggested the utilization of its
measuri ng
step to control the rate of addition of chlorine (oxidizing
agent) in the process of Chanberlain. Nor does appell ant
di spute the examner’s finding that the formation of nol ecul ar

i odi ne taught by the applied prior art necessarily indicates

the obtention of the claimed redox potential. Finally,

16
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appel I ant does not dispute the examner’s finding that the
clained flowrate is a known result effective variable.

G ven these undi sputed facts, we agree with the
exam ner’s conclusion that the subject matter of clainms 19 and
20 woul d have been obvious to one of ordinary skill in the art
in view of the applied prior art references.

On this record, for the reasons indicated supra, we agree
with the exam ner that the clainmed subject matter as a whol e
woul d have been obvious to one ordinary skill in the art
within the neaning of 35 U . S.C. 8 103. Accordingly, we affirm
the exam ner’s decision rejecting all of the appeal ed clains
under 35 U.S.C. 8 103 over the applied prior art. However,
since our reasons for affirmng the examner’s 8 103
rejections are not only materially different fromthose
of fered by the exam ner, but also rely on Kirk-Qthnmer for the
first tinme, we denom nate our affirmance as includi ng new

grounds of rejection.

17
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CONCLUSI ON

In summary, we affirmthe exam ner’s decision
(1) rejecting claim?22 under 35 U.S.C. 8§ 112, first
par agr aph, as lacking witten descriptive support in the
original disclosure for the subject matter presently cl ai ned;
and
(2) rejecting all of the appealed clainms under 35 U S.C. §
103 as unpatentabl e over the applied prior art.

Therefore, the decision of the exam ner is affirmed and our
affirmance of the examner's 8 103 rejection is denom nated as
i ncl udi ng new grounds of rejection.

In addition to affirm ng the exam ner's rejection of one
or nore clains, this decision contains a new ground of
rejection pursuant to 37 CFR 8§ 1.196(b) (anended effective Dec.
1, 1997, by final rule notice, 62 Fed. Reg. 53131, 53197 (Cct.
10, 1997), 1203 Of. Gaz. Pat. Ofice 63, 122 (Cct. 21,
1997)). 37 CFR
§ 1.196(b) provides, "A new ground of rejection shall not be
considered final for purposes of judicial review"

Regarding any affirmed rejection, 37 CFR § 1.197(b)

provi des:

18
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(b) Appellant may file a single request for
rehearing within two nonths fromthe date of the
ori ginal decision

37 CFR 8 1.196(b) al so provides that the appellant,

WTH N TWO MONTHS FROM THE DATE OF THE DECI SI ON, nust exerci se

one of the followng two options wth respect to the new
ground of rejection to avoid term nation of proceedings (37
CFR 8§ 1.197(c)) as to the rejected clains:

(1) Submit an appropriate anendnent of the

clainms so rejected or a showing of facts relating to

the clains so rejected, or both, and have the matter

reconsi dered by the exam ner, in which event the

application will be remanded to the exam ner.
(2) Request that the application be reheard

under 8§ 1.197(b) by the Board of Patent Appeals and

I nterferences upon the same record. :

Shoul d the appellant elect to prosecute further before
the Primary Exam ner pursuant to 37 CFR 8 1.196(b)(1), in
order to preserve the right to seek review under 35 U S.C. 88§
141 or 145 with respect to the affirnmed rejection, the
effective date of the affirmance is deferred until concl usion
of the prosecution before the exam ner unless, as a nere

incident to the limted prosecution, the affirmed rejection is

over cone.

19
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| f the appellant el ects prosecution before the exam ner
and this does not result in allowance of the application,
abandonnent or a second appeal, this case should be returned
to the Board of Patent Appeals and Interferences for final
action on the affirnmed rejection, including any tinely request

for rehearing thereof.

No tinme period for taking any subsequent action in

connection with this appeal nmay be extended under 37 CFR

§ 1.136(a).

AFFI RVEDY 37 CFR 8§ 1. 196(b)

EDWARD C. KI M.IN )
Adm ni strative Patent Judge )

)

)

)

) BOARD OF PATENT
CHUNG K. PAK ) APPEALS
Adm ni strative Patent Judge ) AND

) | NTERFERENCES

)

)

)

)

THOVAS A, WALTZ
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Adm ni strative Patent Judge )

CKP: I p
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